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REMARKS 

Claims 17-30 are currently pending in the subject application. Claims 17 and 24 are 
amended by the instant amendment. Claims 1 7 and 24 are independent. 

Applicant appreciates the Examiner's acknowledgement of applicant's claim for 
foreign priority and receipt of a certified copy of the priority document in the parent, Serial 
No. 09/812,908. 

Applicant further appreciates the Examiner's consideration of the Information 
Disclosure Statement filed October 15, 2003. 

Applicant requests, in the next Office action, that the Examiner indicate the 
acceptability of the drawings filed on October 15, 2003. 

Claims 17-30 are presented to the Examiner for further prosecution on the merits. 

A. Introduction 

In the outstanding Office action, the Examiner rejected claims 17-30 under 35 U.S.C. 
§ 1 12, second paragraph; rejected claims 17, 18, 22-25, 29 and 30 under 35 U.S.C. § 102(e) as 
being anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as being obvious over, 
U.S. Patent No. 5,910,378 to Debe et al. (hereinafter "the Debe et al. reference"); and rejected 
claims 19-21 and 26-28 under 35 U.S.C. § 103(a) as being unpatentable over the Debe et al. 
reference. 

B. Rejection of Claims 17-30 under 35 U.S.C. § 1 12, Second Paragraph 

In the outstanding Office action, the Examiner rejected claims 17-30 under 35 U.S.C. 
§ 1 12, second paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. In particular, the Examiner 
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asserted that the recitation of the term "nano-sized" in claims 17 and 24 renders the rejected 
claims indefinite. 

By the instant amendment, claims 17 and 24 are amended to delete the term "nano- 
sized" therefrom. Accordingly, applicant respectfully submits that this rejection is moot, and 
respectfully requests that it be reconsidered and withdrawn. 
C. Asserted Rejection of Claims 17, 18, 22-25, 29 and 30 

In the outstanding Office action, the Examiner rejected claims 17, 18, 22-25, 29 
and 30 under 35 U.S.C. § 102(e) as being anticipated by or, in the alternative, under 35 U.S.C. 
§ 103(a) as obvious over, the Debe et al. reference. Applicant respectfully traverses this 
rejection, and submits that the Examiner failed to set forth a prima facie case for at least the 
reasons set forth above. 

As noted by the Examiner, independent claims 17 and 24 are in product-by-process 
form. Under MPEP § 21 13, the patentability of these claims is based on the product itself, 
although the claims are limited and defined by the process operations recited therein. In the 
outstanding Office action, the Examiner asserted that the membrane electrode assemblies 
(MEAs) disclosed in the Debe et al. reference are the same or substantially similar to those 
recited in the claims of the subject application. The Examiner further asserted that the process 
limitations recited in the claim should not be given patentable weight, based on the asserted 
similarities between the prior art and the claimed product. Office action of December 12, 
2005, at pages 3-4. Applicant respectfully disagrees with both of these assertions. 

First, applicant respectfully submits that the MEAs disclosed in the Debe et al. 
reference are significantly different from those claimed in the subject application. In 
particular, applicant notes that the Debe et al. reference is directed to MEAs wherein a 
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catalyst is formed on the surface of an ion conductive membrane, and then a separately- 
manufactured polymer film filled with carbon particles is stacked on the ion conductive 
membrane. See the Debe et al. reference at, e.g., the Abstract, FIG. 1, and col. 18, lines 57- 
60. 

In contrast, the claims of the subject application are directed to ME As wherein a 
proton exchange membrane has a catalyst layer formed thereon, the catalyst layer including 
both carbon and metal catalyst particles. See the subject application at, e.g., FIG. 2C and 
page 8, first paragraph. Thus, the MEAs recited in the claims can have closely intermingled 
carbon and catalyst metal together. This is a significantly different structure from that 
disclosed in the Debe et al. reference, wherein the MEAs lack carbon and catalyst metal 
together on the ion exchange membrane, but rather have a separately applied polymer/carbon 
layer. Thus, applicant respectfully submits that the Examiner's reliance on In re Thorpe is 
inappropriate. 

Second, in addition to the structural distinctions in the claimed products, noted above, 
applicant respectfully submits that the Examiner must accord patentable weight to the process 
operations recited in the claims. See MPEP §2113, which states "the structure implied by the 
process steps should be considered when assessing the patentability of product-by-process 
claims over the prior art, especially where the product can only be defined by the process 
steps by which the product is made, or where the manufacturing process steps would be 
expected to impart distinctive structural characteristics to the final product. " In particular, 
the size and dispersement of the catalytic metal particles and the carbon particles are a direct 
result of the sputtering and/or arc discharging operations used to coat these particles on the 
proton exchange membrane. Accordingly, applicant respectfully submits that the operations 
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of sputtering and/or arc discharging must be given patentable weight in these product-by- 
process claims. Indeed, the Examiner's refusal to accord patentable weight to the sputtering, 
arc discharging and bonding operations improperly nullifies all of the process limitations in 
these product-by-process claims. 

Applicant respectfully submits that the Debe et al. reference does not disclose or 
suggest the products or the processes recited in the rejected claims and, accordingly, 
respectfully submits that the Examiner failed to set forth a prima facie case of either 
anticipation or obviousness with respect to the rejected claims. Therefore, applicant 
respectfully submits that claims 17, 18, 22-25, 29 and 30 are allowable over the cited prior art, 
and respectfully requests that this rejection be reconsidered or withdrawn. 

D. Asserted Obviousness Rejection of Claims 19-21 and 26-28 

In the outstanding Office action, the Examiner rejected claims 19-21 and 26-28 under 
35 U.S.C. § 103(a) as being unpatentable over the Debe et al. reference. Applicant 
respectfully traverses this rejection. In particular, applicant notes that claims 19-21 and 26-28 
depend from claims 1 7 and 24, and are therefore believed to be allowable for at least the 
reasons set forth above. Therefore, applicant respectfully requests that this rejection be 
reconsidered and withdrawn. 

E. Conclusion 

The remaining documents cited by the Examiner were not relied on to reject the 
claims. Therefore, no comments concerning these documents are considered necessary at this 
time. 
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Since the cited prior art relied on to reject the claims of the subject application fails to 
anticipate or render obvious the present invention, applicant respectfully submits that claims 
17-30 are in condition for allowance, and a notice to that effect is respectfully requested. 

If the Examiner believes that additional discussions or information might advance the 
prosecution of the instant application, the Examiner is invited to contact the undersigned at 
the telephone number listed below to expedite resolution of any outstanding issues. 

In view of the foregoing amendments and remarks, reconsideration of this application 
is earnestly solicited, and an early and favorable further action upon all the claims is hereby 
requested. 



Lee & Morse, p.c. 

1 101 Wilson Boulevard, Suite 2000 
Arlington, VA 22209 
703.525.0978 TEL 
703.525.4265 fax 



Respectfully submitted, 



Lee & Morse, p.c. 



Date: March 8, 2006 
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PETITION and 
DEPOSIT ACCOUNT CHARGE AUTHORIZATION 

This document and any concurrently filed papers are believed to be timely. Should any extension of the term be 
required, applicant hereby petitions the Director for such extension and requests that any applicable petition fee 
be charged to Deposit Account No. 50-1645 . 

If fee payment is enclosed, this amount is believed to be correct. However, the Director is hereby authorized to 
charge any deficiency or credit any overpayment to Deposit Account No. 50-1645 . 

Any additional fee(s) necessary to effect the proper and timely filing of the accompanying-papers may also be 
charged to Deposit Account No. 50-1645 . 



Page 1 1 of 1 1 



